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Examiner: T. M. Dougherty 
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INFORMATION DISCLOSURE STATEMENT 



U.S. PATENT AND TRADEMARK OFFICE 
201 1 South Clark Place 
Customer Window, Mail Stop 31 3(c) 
Crystal Plaza Two, Lobby, Room 1 603 
Arlington, VA 22202 

Dear Sir: 

Pursuant to 37 C.F.R. § 1,56, submitted herewith are copies of four (4) 
references cited in the enclosed Examfnation Report issued in a corresponding 
Japanese patent application. For the Examiner's convenience, we have enclosed an 
English translation of the Japanese Examination Report and a completed Form PTO- 
1449. The statement is not a representation that all of the information cited is 
necessarily effective as prior art against the application. 
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U.S. Serial No. 09/738,051 
December 26, 2003 
Page 2 of 2 

I hereby state that each item of information contained in this Information 
Disclosure Statement was cited in a communication from a foreign patent office in a 
counterpart foreign application not more than 3 months prior to the filing of this 
statement, and that this is the first citation of these prior art references by a foreign 
patent office in a counterpart foreign patent application. Accordingly^ no fee is 
necessary for the filing of this statement. Should the Commissioner determine 
otherwise, the Commissioner is authorized to charge Deposit Account No. 50-1353 for 
any fee shortages, including the petition fee under 37 C.F.R. § 1,1 7(p). 

Applicants respectfully request that the disclosed references be made of record 
in the subject application. 



Respectfully submitted, 



Date: December 26, 2003 




Attorneys for Applicant{s) 



Joseph R. Keating 
Registration No. 37,368 



Christopher A. Bennett 
Registration No. 46,710 



KEATING & BENNETT LLP 
10400 Eaton Place, Suite 312 
Fairfax, VA 22030 
(703) 385-5200 
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PTO/SB/08A (04-03) 



Substitute for form in49/PT0 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

{Use as many sheets as necessary) 


Complete if Known ^ 


Application Number 


09/738,051 


Filing Date 


December 15, 2000 


First Named Inventor 


Toshikazu FTJNAHARA 


Art Unit 


2834 


Examiner Name 


T. M. Dougherty 


^hefrt 1 2 1 


Attorney Docket Number 


36856,415 J 



U.S. PATENT DOCUMENTS 


Examiner 
IrMtiate* 


Cite 


Document Nu^nber 


Publication Date 
MM-YYYY 


Name Of Patentee or 
Applicant of Cited Document 


Pages, Columns. Lines. Where 
Relevant Passages or Relevant 
Figures Appear 


Number-Kind Code 2ff known) 



















































































































































FOREIGN PATENT DOCUMENTS 


Examiner 
In/tials* 


Cite 


Foreign Patent Document 


Publication 

Date 
MM -YYYY 


W a me of Patentee or 
Applicant of Cited Docunnont 


Pages, ColLimns. Lines, Where 
Relevant Passages or Relevant 
Figures Appear 


Ts 


Country Code^-WumiJer-Kind Code ^(if known) 




1 


7-014941 


1/1995 


Japan 




X 




2 


11-220090 


8/1999 


Japan 




X 
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53-021773 


2/1978 


Japan 
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2001-102516 


4/2001 


Japon 




X 

































































































































Ex^inrtiner 




Date 




Signature 




Considered 





*ExanDin8r: Initial if reference considered, whether of not citation Is in conformance with MPEP 609. Draw line through citation if not In conformance 
and not considered, include copy of this form with next comnrtur\icat(on to applicant. 

^ Applicant unique citation designation number (optional), ^See Kind Codes of USPTO Patent documents at www.uspto,eov or MPEP 901.04. ^ Enter 
Office that Issued the document by the two-fetter code (WlPO Strandard ST.3). * For Japanese patent documents, the Indication of the year of the 
r&ign of the Emperor must precede the serial number of Uie patent document. ^ Kind of document by the appropriate symbols as indicated on the 
document under WlPO Standard ST 16 if possible- * Applicant is to place a check mark here tf English language Abstract is attached. 
This coflection of Information is required by 37 CFR 1.97 and 1.9S. The information is required to obtain or retain a benefit by the public which is to 
file (and by the USPTO to process) an application. Confidcntjallty is governed by 35 U.S.C. 122 and 37 CFR 1,14. 
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File No. PA00267 



Patent Application No.; 
Draft Date: 

Patent Office Examiner: 
Agent of Patent Applicant: 
Applicable Sections: 



Dispatch No. 423610 1/ 
Dispatch Date: December 9, 2003 

NOTIFICATION OF REASONS FOR REJECTION 

[Stamp: Received. 12/10/03, Nakano Patent] 
[Handwritten note: Deadline: 2/9] 
Patent Application No. 355534 of Heisei 1 1 [1999] 
November 27. 2003 
Takuya Imai 9169 4R00 

Kfasafusa Nakano 



Section 29 (1), Section 29 (2), Section 29*"', Section 36, and 
Section 37 



The present application should be rejected for the following reasons. If you have an opinion 
concerning this, please submit a statement of opinion within 60 days of the date of dispatch of 
this notification. 

Reasons 

1. The inventions claimed in the following claims of the present application are inventions that 
are described in the following publications, which were disseminated in Japan or in foreign 
countries prior to the filing of the application. Thus, in accordance with the provisions of 
Section 29 (1) (iii) of the Patent Law, these inventions cannot be patented. 

2. The inventions claimed in the following claims of the present application are inventions that 
could easily have been invented prior to the filing of the application by a person having an 
ordinary knowledge of the technical field to which the inventions belong on the basis of 
inventions described in the following publications, which were disseminated in Japan or in 
foreign countries prior to the filing of the application. Thus, in accordance with the provisions of 
Section 29 (2) of the Patent Law, these inventions cannot be patented. 

3. The inventions claimed in the following claims of the present application are the same as 
inventions described in the specification or drawings initially appended to the following patent 
application, which was filed prior to the filing date of the present application, and which was laid 
open following said filing; furthermore, the inventors of the present application are not the same as 
the persons who invented the above-mentioned inventions involved in the patent application filed 
prior to said filing, and the applicant at the time of the present application is not the same as the 
applicant of the above-mentioned patent application. Thus, in accordance with the provisions of 
Section 29^" of the Patent Law, the above-mentioned inventions cannot be patented. 

,4. The description of the claims of the present application does not satisfy the requirements 
stipulated in Section 36 (6) (ii) of the Patent Law in the following regards. 
5. The present application does not satisfy the requirements stipulated in Section 37 of the 
Patent Law in the following regards. 

Note (For cited referenbds, etc., see the Table of Cited References, etc.) 

• Claims 2, 4, and 5 

• Reasons 1 and 2 

• Cited Example 1 

• Remarks: 

[Stamp: Saitoh, 12/15/03, [Illegible]] 
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File No. PA00267 Dispatch No. 42361 0 2/ 

Dispatch Date: December 9, 2003 

Cited Example 1: In particular, see (Figure 1] and (Figure 21 and the description related to 
these figures. 

• Claim 3 

• Reason 2 

• Cited Examples 1 through 3 

• Remarks: 

It is recognized that varying the depths of the recessed parts is nothing more than a 
universally known technical matter, as described, for e:xample» in Cited Examples 2 and 3 as 
well. 

• Claims 2 through 4 

• Reasons 1 and 2 

• Cited Examples 2 and 3 

• Remarks: 

Structures similar to those of the inventions described in Claims 2 through 4 are described in 
Cited Example 2 (see especially [Figure Ij (a) and (b) and related description) and Cited 
Example 3 (see especially Figures 1 and 2 and description related to these figures). It is 
recognized that even if [the structures described in these claims] are not similar [to those 
described in the cited examples] » they are in a range that is easy [to be devisedj. 

• Claim 5 
•Reason 2 

• Cited Examples 2, 3, and 1 

• Remarks: 

It is recognized that laminating a vibrator package on an electronic part module is a 
universally known technical matter, as described in Cited Example 1 as welL 

• Claims 2 through 4 

• Reason 3 

• Cited References, etc. 4 

• Remarks: 

Cited References, etc. 4: In particular, see [Figure 4] and the related description. 

• Claim 4 

• Reason 4 

• Remarks; 

The wording "more or less the same height*' is found in the invention described in Claim 4, 
but the extent of the state of the matter specified by [the wording] "more or less" is unclear. 
Therefore, the invention of Claim 4 is not clear. 

• Reason 5 
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File No. PA00267 Dispatch No. 42361 0 3/ 

Dispatch Date: December 9, 2003 

• Remarks 

The object common to the invention described in Claim 1 and the invention described in 
Claim 2 is to increase the yield by the increased mechanical strength, but this object is a 
universally known technical object (it is inconceivable to ignore the mechanical strength in the 
technical field of electronic part modules), and not an unsolved problem at the time of the filing 
of the present application. Therefore, the two inventions do not satisfy the relationships of 
Section 37 (1) of the Patent Law. 

Furthermore, the common structure described in Claims 1 and 2 (hereafter referred to as the 
"special item of tlte invention") refers to the accommodation of a circuit part in the recessed part, 
but this structure is a publicly already known structure as indicated in Cited Example L 
Therefore, there is no essential part that constitutes the new special item of the invention 
corresponding to the problem to be solved, so that the above-mentioned two inventions do not 
satisfy the relationships of Section 37 (2) of the Patent Law. 

Moreover, the above-mentioned two inventions do not satisfy any of the other relationships 
stipulated in Section 37 (3), (4), and (5) of the Patent Law, either. 

Because the present application violates the provisions of Section 37 of the Patent Law, the 
invention($) according to the claim(s) other than Claims 2 through 5 have not been examined in 
terms of the requirements other than those [stipulated] in Section 37 of the Patent Law. 

Table of Cited References, etc. 

1 . Japanese Patent Application Kokai No, HI 1 220090 

2. Japanese Patent Application Kokai No. H07-0 14941 

3. Japanese Patent Application Kokai No. S53-021773 

4. Japanese Patent Application No. HI 1-273095 (Japanese Patent Application Kokai No. 2001- 
102516) 



Record of Results of Survey of Prior Art References 

• Field surveyed: EPC 7**^ Edition 

HOIL 25/00-25/18 

• Prior Art References: 

1 . Japanese Patent Application Kokai No. H08-094663 

This record of the results of a survey of prior art references does not constitute any reason for 
rejection, 

<Suggestions for Amendments, eto 

(1) If amending the specification, underline the portions of the description where changes are 
made as a result of the amendment. (Regulation under the Patent Law, Format No. 13, Remark 6) 

(2) When making amendment (s) , the fact tliat the amended item(s) are within the scope 
described in the initial specification at the time of filing should be indicated clearly and 
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File No. PA00267 Dispatch No. 423610 4/E 

Dispatch Date; December 9» 2003 

concretely in an Opinion Brief. In particular, when the wording that is not described in the initial 
specification at the tinnie of filing is used, the reasons logically leading to that wording or the 
concept from the initial specification of the application, i.e., the reasons that the applicant has 
made a judgment that such amendment(s) are possible, should all be described in the Opinion 
Brief without any omission of intermediate [process]. 

(3) In cases where the description of the grounds for the amendment is found to be insufficient, 
such as when Item (2) above is not followed, or when there is a contradiction in the description 
of the grounds for the amendment, note that there may be cases in which this amendment is 
judged as an amendment that cannot be logically explained that this amendment is within the 
scope described in the initial specification at the time of filing (considered as an addition of a 
new item), and the applicant's opinions are inquired. 

The Suggestions for Amendments, etc., described above are not intended to bring about any 
[particular] legal effect. The issue of how to amend the specification and drawing(s) should be 
determined by the applicant. 
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